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APPEAL BRIEF 

Applicants appeal to the Board of Patent Appeals and 
Interferences from the decision of the Examiner mailed March 30, 
1999, finally rejecting Claims 1-20. Applicants filed a Notice 
of Appeal on June 30, 1999. Applicants respectfully submit 
herewith their brief on appeal, in triplicate. 
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REAL PARTY IN INTEREST 
The present application was assigned to NCE Corporation, as 
indicated by a copy of the assignment enclosed as Appendix B. 

RELATED APPEALS AND INTERFERENCES 
There are no known appeals or interferences which will 
directly affect or be directly affected by or have a bearing on 
the Board's decision in this pending appeal. 

STATUS OF CLAIMS 
Claims 1-20 stand rejected pursuant to an Office Action 
mailed March 30, 1999. Claims 1-20 are all presented for appeal. 
All pending claims are listed in Appendix A. 

STATUS OF AMENDMENTS 
A petition for reissue was filed on April 19, 1995. No 
amendments to the claims have been made since then. 

SUMMARY OF INVENTION 

The present invention relates to an apparatus for the 
complete incineration and filtration of hazardous waste materials 
and other types of discarded materials. An embodiment of the 
present invention comprises numerous modules that work together 
to incinerate waste material without producing dangerous or 
environmentally undesirable by-products. 

The first module is a feeding system with a shredder and air 
injection system. The air injection system blows waste material 
into the next module, the first combustion chamber. The 
injectors blow waste and air into the first combustion chamber 
along a trajectory that suspends the waste material for a time 
sufficient to enhance incineration. 

The first combustion chamber incinerates the waste material 
in an oxygen rich atmosphere. The injector system produces the 
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oxygen rich atmosphere by blowing air into the first combustion 
chamber in excess of the amount required for normal combustion. 
This chamber produces ash and exhaust, which contains gasses and 
particulate matter. The gasses and particulate are then 
delivered to a second combustion chamber. 

The second combustion chamber fires the exhaust in an oxygen 
starved atmosphere. The oxygen starved atmosphere of the second 
combustion chamber is produced by a damper that restricts the air 
flow into the second chamber to an amount less than that required 
for normal combustion. The exhaust is retained in the second 
chamber for at least one second before being delivered to the 
next module, a cooling module. 



STATEMENT OF ISSUES 

I. Is the Applicant attempting to reclaim, through reissue, 
subject matter surrender during prosecution? 

II. Is the recapture rule proper under 35 U.S.C. § 251? 



GROUPING OF CLAIMS 
All Claims, 1-2 0, can be considered as a single group with 
respect to the applicability of the recapture rule. 
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ARGUMENT 



I. Is the Applicant attempting to reclaim, through reissue, 
subject matter surrender during prosecution? 

The Examiner rejects Claims 1-20 under the Recapture Doctrine 
as set forth in M.P.E.P. § 1412.02. 

The Recapture Doctrine, as stated in M.P.E.P. § 1412.02, bars 
the patentee from acquiring, through reissue, claims that are of 
the same or broader scope than claims deliberately canceled in 
the application to obtain a patent. Courts have held that 
amending claims to overcome prior art can trigger the application 
of the Recapture Doctrine. Mentor Corp. v. Coloplast Inc., 27 
U.S.P.Q.2d 1521 (Fed. Cir. 1993). Additionally, the Federal 
Circuit recently held that under certain circumstances arguments 
in regards to patentability can trigger the Recapture Doctrine, 
even if no claims were amended or canceled. Hester Industries , 
Inc. v. Stein, Inc., 46 U.S.P.Q.2d 1641 (Fed. Cir. 1998). 

Applying the law cited above to the present reissue 
application, it is abundantly clear that Applicants made no 
deliberate decisions in prosecuting the original application to 
surrender the liquid filter subject matter to overcome prior art, 
as required for the Recapture Doctrine to apply. Furthermore, 
the reissue claims in this application are broader than the 
original patent claims in a way that does not attempt to reclaim 
subject matter, if any, that might possibly have been surrendered 
in prosecuting the original application. The file history of the 
original patent shows the Recapture Doctrine to be inapplicable 
to the claims of the present reissue application. Consequently, 
Applicants respectfully traverse the Examiner's rejection below. 

Considering the first situation where the Recapture Doctrine 
can apply, it is clear that Applicants are not trying to acquire 
any subject matter that was explicitly canceled during 
prosecution . 
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Considering the second situation where the Recapture Doctrine 
can apply, Applicants are not trying to recapture subject matter 
that was" added as a narrowing limitation to a claim to 
specifically overcome prior art. In Applicants' response to the 
Examiner's action dated June 25, 1997, Applicants pointed out 
that any amendment with regard to "a liquid filter for capturing 
said particulate matter contained in said fired exhaust and for 
chemically treating said fired exhaust gases to reduce the 
quantity of CO, NO, and SO contained in the fired exhaust" was 
done to be in compliance with § 112 and not as a narrowing 
limitation to - overcome cited art. Since the application of the 
Recapture Doctrine to the liquid filter element requires a 
deliberate intention on the part of Applicants to surrender 
subject matter associated with the liquid filter element to 
overcome prior art, and since Applicants repeatedly and 
consistently argued that the liquid filter element was not 
necessary to distinguish over the prior art, there is no basis 
to apply the Recapture Doctrine to Claim 1 and Claim 22 (now 
Claim 15). This argument was made in Applicant's response to 
Examiner's action dated June 25, 1997 and no response to this 
argument was made. Presumably this issue is now settled. 

Considering the third situation where the Recapture Doctrine 
can apply, the Examiner, in the latest Official Action, relies 
on the holding of Hester Industries Inc. v. Stein Inc., 46 
U.S.P.Q.2d 1641 (Fed. Cir. 1998) to support the Recapture 
Doctrine. The Court, in Hester Industries, held that "in a 
proper case, a surrender can occur through arguments alone." 
Hester Industries at 1649. In determining that the case before 
it was "a proper case", the Federal Circuit noted that Hester 
Industries was attempting to recapture the two claim limitations 
which it had indicated during prosecution were the primary basis 
for distinguishing the broadest claim over the prior art. The 
Court additionally noted that Hester Industries had claimed that 
the limitations sought to be removed via reissue were both 
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critical and very material to patentability. Indeed, in various 
answers and appeal briefs, the applicants in Hester Industries 
repeatedly emphasized the two claim limitations, it later tried 
to recapture as the distinguishing factors over the prior art. 
Hester Industries is troubling in that it gives no guidelines on 
how to determine when an argument leads to the recapture 
doctrine. The present case is not "a proper case" to hold that 
the Recapture Doctrine applies since Applicants never argued that 
the liquid filter element was the primary basis for overcoming 
prior art . 

The Examiner points to several examples where Applicants 
argued that the liquid filter element was not shown in the prior 
art . The Examiner concludes that in so doing the Recapture 
Doctrine now applies. This conclusion is wrong. The holding in 
Hester Industries was not that any time a patentee argued that 
a limitation was not disclosed, taught or suggested in the prior 
art that the limitation was surrendered for purposes of the 
Recapture Doctrine. Instead, the Court held, as discussed 
earlier, that surrender can occur in certain fact specific 
"proper cases" . Applicants respectfully submit that this is not 
a proper case to assert the Recapture Doctrine. 

The Examiner points to paper 5, page 4, filed August 15, 19 91 

to support the position that Applicants have surrendered the 

liquid filter to the Recapture Doctrine. In the cited section, 

Applicants are pointing out that the prior art fails to disclose 

a liquid filter. On page 5 of paper 5 the Applicants conclude: 

Applicants have shown that each of the 
references relied on omit critical features 
of Applicants 1 invention. Moreover, no 
reference teaches or suggests the use of 
first and second combustion chambers where 
the first combustion chamber incinerates 
waste material "in an oxygen rich atmosphere" 
and the second combustion chamber 
incinerates the fired exhaust in an "oxygen 
starved atmosphere." In addition, no 

reference teaches or suggests a liquid 
filter that both captures particulate matter 
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and treats the exhaust "to reduce the 
quantity of CO, NO and SO." 

(emphasis added) . The Examiner is latching on to the word 

critical to make this case look the same as Hester Industries . 

However, Hester Industries never held that "critical" was a magic 

word that automatically invoked the recapture rule. Although the 

Applicant used the words critical features, unlike Hester 

Industries , the applicants are arguing that the liquid filter, 

one of several limitations the applicants have argued were not 

found in the art made of record by the Examiner, was not needed 

for patentability. In Hester Industries , the patentee made 

numerous arguments that two limitations were critical for 

patentability and then attempted to remove both limitations 

through reissue . 

The Examiner further points to Applicants' Appeal Brief, 

filed on October 26, 1992 to support the contention that 

Applicants surrendered the liquid filter to the Recapture 

Doctrine. Again, Applicants were simply arguing that there were 

several reasons why the prior art failed to disclose, teach, or 

suggest all the limitations of the present application. As 

Applicants stated on Page 4 of the Appeal Brief, "the Houser 

patent does not show, teach, or suggest (1) an oxygen enriched 

first combustion chamber, (2) and oxygen starved second 

combustion chamber, or (3) a liquid filter as claimed by 

Applicants." (emphasis added) Applicants then independently 

argued on Pages 4-8 the differences between each of these 

elements and Houser, Hadley, and Kent. In concluding the Appeal 

Brief, on Page 8, Applicants stated: 

The three references cited as prior art do 
not show, teach, or suggest using air 
injectors to inject air and waste material 
into an oxygen rich first combustion 
chamber, delivering exhaust to an oxygen 
starved second combustion chamber, or using 
a liquid filter to remove the specified 
chemicals ... as expressly claimed by 
Applicants . 
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(emphasis added) . Applicants did nothing more than argue the 
numerous distinctions between their invention and the prior art, 
which they are entitled to do. Each limitation was argued as an 
independent reason that could over come the art of record. 
Applicants did not in any way express the liquid filter element 
in such a manner that the Applicants made it the primary basis 
for distinguishing over the prior art. It is simply argued as 
one of several distinctions. Therefore, the Recapture Doctrine 
is wholly, inapplicable in the present situation and the 
Examiner's rejection should be withdrawn. 

Indeed, in seeking the original patent, Applicants repeatedly 
and consistently argued that the recited combustion chambers and 
the order of their operation were important aspects of the 
invention and entirely sufficient to define over the prior art. 
The mere fact that Applicants also pointed out that the prior art 
failed to teach or suggest the recited filter element, with its 
ability to reduce the quantity of CO, NO, SO, HCL, or S0 2 , does 
not in any way amount to an admission that the recited filter 
element was necessary, by itself, to overcome the prior art. 
This certainly is not a proper case where the Applicants have 
made " unmistakable assertions . . . to the Patent Office . 

[that] can give rise to a surrender for purposes of the Recapture 
Doctrine." (emphasis added, Hester Industries at 1649) . 

Therefore, in view of the governing law and the file history 
of the original patent, Applicants are not trying to recapture 
any matter that was canceled during prosecution. Nor were any 
narrowing limitations made to the liquid filter element to 
overcome the prior art, as demonstrated in the above discussion 
of Paper No. 12. Finally, under the recent decision of Hester 
Industries Inc. v. Stein, Inc., no comments made during the 
prosecution of the application rise to the extent of those shown 
in Hester and do not trigger the surrender of subject matter. 
Therefore, Applicants did not surrender the subject matter of 
the liquid filter element under the Recapture Doctrine as it 
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applies to amendments made to claims during prosecution For all 
of the reasons discussed above, Applicants respectfully request 
reconsideration and the allowance of Claims 1-20. 

II. Is the recapture rule proper under 35 U.S. C. § 251? 

Finally, the Examiner's rationale also runs contrary to the 
intent of 35 U.S.C. § 251, which allows for the reissue of 
defective patents. Under 35 U.S.C. § 251, " [w] henever any patent 
is, through errors without deceptive intention, deemed wholly or 
partly inoperative or invalid... by reason of the patentee 
claiming more or less than he had a right to claim in the patent" 
a patent shall be reissued. The most common asserted "error" is 
failure to appreciate the full scope of the invention during 
prosecution. This has been generally held acceptable to satisfy 
the error requirements. Hester Industries, 142 F.3d at 1480- 
1481. In those cases, the prosecution history will most likely 
have examples of limitation, being argues as not in the prior 
art. If, for example, a patentee attempted to remove a 
limitation "c" from a claim, and the patentee had argued at any 
time during prosecution that claim limitations a, b and c where 
not in the prior art and thus patentable over the prior art, 
under the Examiner's reasoning this would always invoke the 
Recapture Doctrine and prevent reissue. This stance eviscerates 
the meaning of 35 U.S.C. § 251. Hester Industries needs to be 
limited to those cases were there is an undisputable surrender of 
subject, such as an attempt to recapture all the limitations 
claimed as critical during prosecution. 
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CONCLUSION 



Based on the foregoing arguments, and for other reasons 
clearly apparent, Applicants respectfully request full allowance 
of all pending claims. 

Although Applicants believe that no fees are due, the 
Commissioner is hereby authorized to charge any fees or credit 
any overpayment to Deposit Account No. 02-03 84 of Baker & Botts, 
L.L. P. 



Respectfully submitted, 



BAKER & BOTTS, L.L. P. 
Attorneys for Applicants 



Robert M. Chiaviello, Jr. 
Reg. No. 32,461 




2 001 Ross Avenue 
Dallas, Texas 75201-2980 
(214) 953-6677 



Date: August 30, 1999 
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APPENDIX A 



1. A waste disposal apparatus comprising: 

a first combustion chamber for incinerating waste material 
in an oxygen rich atmosphere to produce ash and exhaust 
containing gasses and particulate matter; 

an injector for blowing air into said first combustion 
chamber in excess of the amount required for normal combustion; 

a second combustion chamber for firing said exhaust 
containing gasses and particulate matter in an oxygen starved 
atmosphere; and 

a damper for restricting air flow into said second 
combustion chamber to an amount less than that required for 
normal combustion. 

2. The apparatus of claim 1 wherein said injector also 
blows waste material into said first combustion chamber. 

3. The apparatus of claim 2 wherein said injector blows 
said air and waste material into said first combustion chamber 
along a trajectory that suspends said waste material for a time 
sufficient to enhance incineration of said waste material. 

4. The apparatus of claim 1 wherein said first combustion 
chamber further comprises means for agitating said waste material 
and said ash in said first combustion chamber. 

5. The apparatus of claim 1 wherein said exhaust is 
retained in said second combustion chamber for at least one 
second . 

6.. The apparatus of claim 5 further comprising means for 
controlling the direction of exhaust flowing through said second 
combustion chamber. 

7. The apparatus of claim 1 further comprising a cooling 
chamber for mixing outside air with said fired exhaust discharged 
from said second combustion chamber. 

8. The apparatus of claim 7 further comprising an 
electrostatic filter for removing particles from said fired 
exhaust . 

9. The apparatus of claim 7 further comprising a reducing 
catalyst for treating said exhaust to neutralize or remove by- 
products of combustion contained in said fired exhaust. 
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10. The apparatus of claim 7 further comprising an 
oxidizing catalyst for converting CO contained in said fired 
exhaust to C0 2 . 

11. The apparatus of claim 19 wherein said liquid filter 
comprises water and either urea or ammonia. 

12. The apparatus of claim 19 wherein said liquid filter 
comprises a thickening or jelling agent for increasing the 
viscosity of said liquid. . 

13. The apparatus of claim 19 wherein said liquid filter 
includes means for agitating said liquid and for mixing said 
fired exhaust with said liquid. 

14. The apparatus of claim 19 further comprising means for 
cooling said filtered exhaust flowing from said liquid filter. 

15. A waste disposal system comprising: 

means for reducing said waste material and for feeding said 
reduced material to said first combustion means; 

a first combustion means for incinerating said reduced waste 
material in an oxygen rich atmosphere to produce an exhaust 
containing gasses and particulate matter; 

means for flowing air into said first combustion means in an 
amount greater than that required for normal combustion; 

a second combustion means for firing said exhaust containing 
gasses and particulate matter in an oxygen starved atmosphere; 

means for controlling air flowing into said second 
combustion means to an amount less than that required for normal 
combustion; 

means for removing particles from said first exhaust; 

first means for treating said fired exhaust to remove oxides 
of nitrogen; and 

second means for treating said fired exhaust to accelerate 
oxidizing reactions in said fired exhaust. 

16. The waste disposal system of claim 15 wherein each of 
said means further comprises means for sensing each of said 
functions . 

17. The waste disposal system of claim 16 wherein each of 
said sensing means is connected to a means for monitoring and 
controlling each of said functions. 

18. The apparatus of claim 19 further comprising a means 
for mixing said captured particulate matter in said liquid filter 
to produce a foam or froth. 
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19. The waste disposal apparatus of claim 1 further 
comprising a liquid filter for capturing said particulate matter 
contained in said fired exhaust and for chemically treating said 
fired exhaust gasses to reduce the quantity of CO, NO and SO 
contained in said fired exhaust. 

20. The waste disposal system of claim 15 further 
comprising a liquid filter means for capturing said particulate 
matter contained in said fired exhaust and for chemically 
treating said fired exhaust gasses to reduce CO, NO, HCL and S0 2 
contained in said fired exhaust. 
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APPENDIX B 



Following this sheet are photocopies of the assignment 
recordation indicating the present application is assigned to 
NCE. 
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